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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 5/24/04 have been fully considered but they are not 
persuasive. A list of the reasons is as follows. 

2. Applicant has combined the limitations of claims 17 and 18, and made similar changes to 
other independent claims. Dependent claims have been amended to reflect the new 
dependencies. 

3. The primary issue involves whether Perlman teaches that the switch device in question is 
connected directly to a router through a port. Applicant claims that Perlman teaches the coupling 
to LAN extension segments, particularly the "coupling of the bridge-like IP router (BLIP) 
between extended LAN segments, not a router." Actually, a LAN segment such as those shown 
in Figure 1 is composed of a variety of elements, and a device may be connected to the LAN 
only through one of those elements. If said device wishes to communicate with any and all of 
the devices in the extended LAN, it must connect directly to some type of 
routing/switching/bridging device, as is well known in the art and shown in Figure 1 . Figure 1 
further shows that a BLIP (Fig. 1, #22) is directly connected by router to an outside extended 
LAN (col. 8, lines 15-20). Furthermore, the term "directly coupled" is considered by one of 
ordinary skill in the art to extend beyond physical connections to logical connections; absent 
evidence that communications to the router are being translated or rerouted, the examiner 
considers Perlman to be adequately teaching this fact. 

4. The applicant also fails to show why said switch being directly coupled to the router 
should be considered an inventive step or a novelty in this area. There is no explanation in the 
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claims or specification regarding how the router is used by the switch, or whether it performs any 
activity other than being a connection point for an extended LAN, There is no explanation 
regarding the difficulty of replacing abridge (Fig. 1, #20) or a second BLIP (Fig. 1, #16) with a 
router, or whether such a decision would be obvious to one of ordinary skill in the art. Further, 
the applicant has failed to show that the network structure and topology is critical to the 
functionality or usage of the invention. Therefore, the examiner cannot adequately determine if 
this aspect is novel and non-obvious. 

5. In response to applicant's arguments, the recitation "switch. . . interposed between a router 
and the first and second networks" has not been given patentable weight because the recitation 
occurs in the preamble of claim 37. A preamble is generally not accorded any patentable weight 
where it merely recites the purpose of a process or the intended use of a structure, and where the 
body of the claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 

USPQ 15 (CCPA 1976) mdKropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 
1951). 

6. As for applicant's claim that more than two extended LAN segments are not taught by 
Perlman, examiner notes that more segments may be connected (col. 8, lines 1-50) and that 
furthermore it is inherent that said system is able to connect to any number of networks 
irregardless of what was drawn in the figure. 

7. For the reasons above, the rejection stands. This rejection is therefore final. 

Claim Rejections - 35 USC §102 
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8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 18, 20-22, 24-26, 28, 29, 37, 44, 45, 48-52, 55-59, 61-69, 71-73 are rejected under 
35 U.S.C. 102(b) as being anticipated by Perlman et al. (5,309,437). 

10. For claim 18, Perlman teaches a switch (see abstract; col 1, lines 5-15; col. 5, lines 14- 
25; BLIP) comprising: 

a. A plurality of ports (col. 5, lines 35-37) including: 

i. A first plurality of ports coupled to a plurality of devices, including a 
destination device, associated with at least two networks (col. 8, lines 10-20), and 

ii. A second plurality of ports directly coupled to a router (col 8, lines 20- 
25); and 

b. A mechanism to determine (col. 5, lines 35-50), using layer 3 (L3) information 
(col. 3, line 55-col. 4, line 25; IP) contained in a packet received (col. 5, line 65 - col. 6, 
line 5) by a source port of the plurality of ports (Fig. 1, connection to external routers), 
which one of the plurality of ports is coupled to a destination device (Fig. 1 ? connection 
to multiple LANs) and to transfer information contained in the packet to the destination 
device without use of a routing function (col. 5, lines 35-50; the device uses a "bridge- 
like manner" for IP traffic). 

1 1 . For claim 20, Perlman teaches that the mechanism analyzes data transmitted between the 
router and the destination device (Fig. 2, esp. 2B, #64). 
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12. For claim 21 , Perlman teaches that the data is packetized in accordance with an Address 
Resolution Protocol (col. 5, line 50 - col. 6, line 5; ARP). 

13. For claim 22, Perlman teaches that the mechanism generates a data structure (col. 6, lines 
20-37; router database) including layer 2 (L2) addresses (data link layer addresses, i.e. MAC) 
and corresponding layer 3 (L3) addresses associated with the destination device prior to 
transferring information to the destination device (col 6, lines 37-50), 

14. Claims 24 and 26 combined are drawn to the limitations in claims 18, 20 and 22 
combined. Therefore, since claims 18, 20 and 22 are rejected, claims 24 and 26 are also rejected 
for the reasons above. 

15. Claim 25 is drawn to the limitations in claim 21. Therefore, since claim 21 is rejected, 
claim 25 is also rejected for the reasons above. 

16. Claim 28 is drawn to a network system that implements the method drawn in claims 18 
and 22. It is well known in the art that a system implementation is functionally equivalent to the 
underlying method. Therefore, since claims 1 8 and 22 are rejected, claim 28 is also rejected for 
the reasons above. A teaching that shows the functional equivalence will be included upon 
request. 

17. Claim 29 is drawn to the limitations that the two networks are separate and distinct, and 
that the switch is remotely located from the router. Claim 1 8 addresses the fact that the 
destination devices are on one set of ports while the source devices are on a second set of ports. 
Claim 28 has the limitations of a destination device on one network and a source device on 
another network, which means that the first network is on a separate set of ports from the second 
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network. Thus, the two networks are inherently separate and distinct. As for the router being 
remotely located, Perlman teaches this as well (Fig. 1). 

1 8. Claim 37 is drawn to a method that effectively describes the activities undertaken by the 
hardware system as drawn in claims 1 8 and 20. It is well known in the art that the underlying 
method of a given system is functionally equivalent to said system. Therefore, since claims 1 8 
and 20 are rejected, then claim 37 is also rejected for the reasons above. A teaching regarding 
the method/system equivalence is available upon request. 

19. Claims 44 and 45 are drawn to the limitations in claim 18 and 28. Therefore, since 
claims 18 and 28 are rejected, claims 44 and 45 are also rejected for the reasons above. A 
discussion showing this is similar to that of the claim 29 discussion above, in which it is 
inherent, via the aspects of the claim language and of switch ports, that the source and 
destination are on separate networks, and that the ports are thus connected to separate networks. 
Further, by separating the ports, one inherently defines one set as connected to a separate 
network from the other set. 

20. Claims 48 and 49 are drawn to the limitations in claim 18. Therefore, since claim 18 is 
rejected, claims 48 and 49 are also rejected for the reasons above. 

21 . Claims 50 and 51 are drawn to the limitations in claim 22. Therefore, since claim 22 is 
rejected, claims 50 and 51 are also rejected for the reasons above. 

22. Claim 52 is drawn to the limitations in claims 18 and 22. Therefore, since claims 18 and 
22 are rejected, claim 52 is also rejected for the reasons above. 

23. Claim 55 is drawn to the limitations in claim 20. Therefore, since claim 20 is rejected, 
claim 55 is also rejected for the reasons above. 
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24. Claim 56 is drawn to the limitations in claim 21 . Therefore, since claim 21 is rejected, 
claim 56 is also rejected for the reasons above. 

25. Claim 57 is drawn to the limitations in claim 29. Therefore, since claim 29 is rejected, 
claim 57 is also rejected for the reasons above. 

26. Claim 58 is drawn to the limitations in claim 50. Therefore, since claim 50 is rejected, 
claim 58 is also rejected for the reasons above. 

27. Claim 59 is drawn to the limitations in claims 18 and 20. Therefore, since claims 18 and 
20 are rejected, claim 59 is also rejected for the reasons above. 

28. Claim 61 is drawn to the limitations in claim 20. Therefore, since claim 20 is rejected, 
claim 61 is also rejected for the reasons above. 

29. Claim 62 is drawn to the limitations in claim 21. Therefore, since claim 21 is rejected, 
claim 62 is also rejected for the reasons above. 

30. Claim 63 is drawn to the limitations in claim 29. Therefore, since claim 29 is rejected, 
claim 63 is also rejected for the reasons above. 

31. Claim 64 is drawn to the limitations in claim 59. Therefore, since claim 59 is rejected, 
claim 64 is also rejected for the reasons above. 

32. Claim 65 is drawn to the limitations in claim 21. Therefore, since claim 21 is rejected, 
claim 65 is also rejected for the reasons above. 

33. Claim 66 is drawn to the limitations in claim 50. Therefore, since claim 50 is rejected, 
claim 66 is also rejected for the reasons above. 

34. Claim 67 is drawn to the limitations in claim 18. Therefore, since claim 18 is rejected, 
claim 67 is also rejected for the reasons above. 
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35. Claim 68 is drawn to the limitations in claim 22. Therefore, since claim 22 is rejected, 
claim 68 is also rejected for the reasons above. 

36. Claim 69 is drawn to the limitations in claim 29. Therefore, since claim 29 is rejected, 
claim 69 is also rejected for the reasons above. 

37. Claims 7 1 -73 drawn to a method that effectively describes the activities undertaken by 
the hardware system as drawn in claims 67-69. It is well known in the art that the underlying 
method of a given system is functionally equivalent to said system. Therefore, since claims 67- 

. 69 are rejected, then claims 71-73 also rejected for the reasons above. A teaching regarding the 
method/system equivalence is available upon request. 

Claim Rejections - 35 USC § 103 

38. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

39. Claims 19, 38, 46, 47, 53, 54, 60, 70, 74 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Perlman as applied to claims 18, 37, 44, 45, 52, 59, 67-69, and 71-73 above, 
and further in view of Ross (5,394,402). 

40. For claim 19, Ross teaches a method of connecting multiple networks (abstract) where 
both of the at least two networks are virtual local area networks (VLAN or virtual LAN) (col. 2, 
lines 45-50). Perlman, the primary reference, teaches the interconnection of various LANs that 
are similar to virtual LANs (col. 4, lines 53-65), but does not expressly disclose that the networks 
are VLANs. At the time the invention was made, one of ordinary skill in the art would have 
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used VLANs, which were well known in the art, in a Perlman "extended LAN" so as to achieve 
certain benefits such as better security and bandwidth (col. 2, lines 6-30). 

4 1 . Claim 38 is drawn to a method that effectively describes the activities undertaken by the 
hardware system as drawn in claim 19. It is well known in the art that the underlying method of 
a given system is functionally equivalent to said system. Therefore, since claim 1 9 is rejected, 
then claim 38 is also rejected for the reasons above. A teaching regarding the method/system 
equivalence is available upon request. 

42. Claims 46 and 47 are drawn to a method that effectively describes the activities 
undertaken by the hardware system as drawn in claim 19. It is well known in the art that the 
underlying method of a given system is functionally equivalent to said system. Therefore, since 
claim 19 is rejected, then claims 46 and 47 are also rejected for the reasons above. A teaching 
regarding the method/system equivalence is available upon request. 

43. Claims 53 and 54 are drawn to the limitations in claims 18 and 19. Therefore, since 
claims 18 and 19 are rejected, claims 53 and 54 are also rejected for the reasons above. 

44. Claim 60 is drawn to the limitations in claims 18 and 19. Therefore, since claims 18 and 
19 are rejected, claim 60 is also rejected for the reasons above. 

45. Claim 70 is drawn to the limitations in claim 19. Therefore, since claim 19 is rejected, 
claim 70 is also rejected for the reasons above. 

46. Claim 74 is drawn to a method that effectively describes the activities undertaken by the 
hardware system as drawn in claim 70. It is well known in the art that the underlying method of 
a given system is functionally equivalent to said system. Therefore, since claim 70 is rejected, 
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then claim 74 is also rejected for the reasons above, 
equivalence is available upon request. 
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A teaching regarding the method/system 



47. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Perlman as 
applied to claim 18 above, and further in view of Civanlar et al. (5,805,805). 

48. For claim 23, Perlman teaches that the destination device includes at least two LAN 
networks (see rejection of claim 18), but does not expressly disclose that the destination device 
includes a server associated with one of the at least two networks. That is, Perlman does not 
expressly disclose the setup of a LAN, or that said LAN would consist of a server and/or clients, 
but instead leaves the LAN as a "black box" so that a variety of LAN configurations may be 
used. Civanlar teaches this limitation (abstract; Fig. 1-3). At the time the invention was made, 
one of ordinary skill in the art would have recognized that a LAN includes a server, such 
configurations being well known in the art, so that Perlman may be compatible with LAN 
configurations that are well known in the art, i.e. so that a user can connect to the internet 
through a local gateway server or ISP (Perlman, col. 1, lines 20-35), which would allow the LAN 
to have greater bandwidth, as internal networks are faster than external networks. 

49. Examiner also takes Official Notice (see MPEP § 2144.03) that "a server is associated 
with at least one network" in a computer networking environment was well known in the art at 
the time the invention was made. Indeed, a LAN usually involves a server of some type, be it a 
content server for storing shared data or a gateway server for sharing an external connection, 
connected to a set of clients and to a larger network. At the time the invention was made, one of 
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ordinary skill in the art would have known to interpret a LAN as including a gateway. The 
motivations for doing so are the same as those in the Civanlar rejection. 

50. The Applicant is entitled to traverse any/all official notice taken in this action according to MPEP § 
2144.03. However, MPEP § 2144.03 further states "See also In re Boon, 439 F.2d 724, 169 USPQ 231 
(CCPA 1971) (a challenge to the taking of judicial notice must contain adequate information or argument 
to create on its face a reasonable doubt regarding the circumstances justifying the judicial notice)." 
Specifically, In re Boon, 169 USPQ 231, 234 states "as we held in Ahlert, an applicant must be given the 
opportunity to challenge either the correctness of the fact asserted or the notoriety or repute of the 
reference cited in support of the assertion. We did not mean to imply by this statement that a bald 
challenge, with nothing more, would be all that was needed". Further note that 37 CFR § 1 .671 (c)(3) 
states "Judicial notice means official notice". Thus, a traversal by the Applicant that is merely "a bald 
challenge, with nothing more" will be given very little weight. 

Conclusion 

51 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Melvin H Pollack whose telephone number is (703) 305-4641. 
The examiner can normally be reached on 8 : 30-5 : 00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (703) 305^4003. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
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